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DETAILED ACTION 

Claim Rejections - 35 USC § 112 

1. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 17-19, and 21 provide for the use of a reactor, but, since the claim does 
not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use is 
actually practiced. 

Claims 17-19, and 21 are rejected under 35 U.S.C. 101 because the claimed 
recitation of a use, without setting forth any steps involved in the process, results in an 
improper definition of a process, i.e., results in a claim which is not a proper process 
claim under 35 U.S.C. 101. See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 
1967) and Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 
1966). 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1, 3, 4, 6-14,16-18 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Idaszak (US #4,021,927, hereafter '927). 

5. '927 discloses a method for modifying starch or starch derivatives (column 3, 
lines 47-50) comprising: 

a. Introducing a continuous flow of starch substrate, gas, (column 3, lines 57- 
65) and optionally, one or more reagents (column 5, lines 35-45), into a reactor, 

b. Wherein the starch substrate has a moisture content between 1 0-12% by 
weight (column 4, lines 10-20) 

c. A residence time in the reactor of less than 1 hour and is heated to 
between 125 and 380° F (column 8, lines 10-20), 

d. Characterized in that the starch substrate and the gas are introduced into 
the reactor in opposing directions (column 3, lines 47-65 disclose that this 
preferably occurs counter-currently) and in that the reactor has a tubular body 
comprising a rotating shaft upon which is disposed one or a plurality of blades 
(figures 2 and 3 disclose the tubular body, column 5, line 55-column 6, line 6 
disclose a rotating shaft within the reactor with a plurality of blades). 
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6. Regarding claim 3, the starch is disclosed to have 10-12% moisture (column 4, 
lines 10-20) 

7. Regarding claim 4, the starch substrate is disclosed to be a native starch or a 
starch derivative (column 7, lines 45-55). 

8. Regarding claims 6-7, the reagent disclosed is an acid (column 5, lines 35-45), 
specifically hydrochloric acid, which is a mineral acid. 

9. Regarding claim 8, the reagents are added in an amount between 0.001 to 0.10 by 
weight (column 8, lines 1-7). 

10. Regarding claim 9, it is disclosed that the hydrochloric acid may be added as a 
gas (example 1). 

11. Regarding claim 10, the acid is added to the starch prior to being added to the 
reactor (column 7, lines 55-60). 

12. Regarding claim 11, the residence time is disclosed to frequently range from 10- 
30 minutes (column 8, lines 15-17). 

13. Regarding claim 12, the temperature of the reactor is disclosed to be within a 
temperature range of 125-380° F (column 8, lines 12-15). 

14. Regarding claim 13, the gas introduced to the reactor can be air, steam, or 
nitrogen (column 8, lines 27-32). 
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15. Regarding claim 14, '927 discloses a method for preparing a highly soluble 
starch comprising introducing a continuous flow of starch substrate, gas and a mineral 
acid into a reactor (column 3, lines 57-65, column 5, lines 35-45, example 1), wherein the 
starch substrate has a moisture content between 10 and 12% by weight (column 4, lines 
15-20), a residence time in the reactor of between 10 and 30 minutes and is heated to 
between 170 and 375° C (column 8, lines 12-17), characterized in that the starch 
substrate and the gas are introduced into the reactor in opposing directions (column 3, 
lines 47-65 disclose that this preferably occurs counter-currently) and that the reactor 
has a tubular body comprising a rotating shaft upon which is disposed one or a 
plurality of blades (figures 2 and 3 disclose the tubular body, column 5, line 55-column 
6, line 6 disclose a rotating shaft within the reactor with a plurality of blades). 

16. Regarding claim 16, the highly soluble starch is 94.5% soluble in 25° C water 
(example 1, test #4050). 

17. Regarding claim 17, '927 discloses a reactor for the modification of starch, said 
reactor having a tubular body comprising: 

e. a rotating shaft upon which is disposed one or a plurality of blades 
(figures 2 and 3 disclose the tubular body, column 5, line 55-column 6, line 6 
disclose a rotating shaft within the reactor with a plurality of blades), and 
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f. At least two inlets, one for the introduction of starch substrates, and 
optionally, one or more reagents, and one for the introduction of a gas, 
characterized in that the inlets are positioned such that the starch and gas are 
introduced into the reactor in opposing directions (the starch flows in through 
inlet 14 , and the fluidizing gas enters through a separate inlet, 46. The starch is 
preferably added countercurrently to the fluidizing gas (column 3, lines 57-65). 

18. The application '927 discloses using said reactor to modify starches. 

19. Regarding claim 19, '927 discloses using the reactor for dextrinisation (column 7, 
lines 45-50). 

Claim Rejections - 35 USC § 103 

20. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which sa id subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

21. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 
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3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

22. Claims 2,5,15, 18,20-21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Idaszak (US #4,021,927, hereafter '927). 

23. Regarding claims 2,18, 20, and 21, '927 discloses the method according to claim 1 
and the use according to claim 17, but fails to disclose the tip speed of the blades as 
falling within the claimed ranges. '927 discloses using a tip speed of about 1 m/s 
(derived from the rpm and diameter given for the lower agitator, column 13, table). This 
speed is substantially close to the speed of the instant claims that one having ordinary 
skill in the art would have expected the process to be prima facie obvious, and to 
produce materials having the same properties (Titanium Metals Corp., 227 USPQ 773 
(CAFC 1985).) 

24. Regarding claim 5, '927 discloses the method of claim 1. '927 fails to explicitly 
disclose that the starches are added to the reactor in powdered form. However, '927 
discloses that the starches introduced to the reactor are starches such as cornstarch and 
potato starch (column 7, lines 45-55). These starches are well known in the art to 
generally come in powdered form. Therefore, it would have been obvious to one 
having ordinary skill in the art at the time of the invention to add starch to the reactor in 
a powdered form, since starches like the ones used in '927 are well known to come in 
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powdered form, and there is no suggestion to use the starch in another form. In other 
words, if one having ordinary skill in the art at the time of the invention were to 
practice the invention of '927 absent instruction to change the form of the starch to one 
other than a powder, they would have used starches like cornstarch or potato starch in 
powdered form, because the art accepted definition of these starches provides for them 
being in powdered form. 

25. Regarding claim 15, '927 discloses the method of claim 14, but fails to explicitly 
disclose that the reaction occurs under alkaline conditions. However, '927 discloses that 
adjusting the pH (the alkalinity or acidity) of the reaction conditions can allow 
practitioners of the invention to choose if a certain agent will bleach or oxidize a starch. 
Therefore it would have been obvious to one having ordinary skill in the art to adjust 
the alkilinity of the reaction conditions for the intended application, since it has been 
held that determining the optimum value of a result effective variable involves only 
routine skill in the art. In re Boesch, 617 F. 2d 272, 205 USPQ 215 (CCPA 1980). 

Conclusion 

26. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. EP 1281721A1 discloses a similar method of modifying starch or 
starch derivatives, but fails to explicitly disclose that the starch substrate and gas are 
introduced into the reactor in opposing directions. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ANDREW KRAUSE whose telephone number is 
(571)270-7094. The examiner can normally be reached on 7:30-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Callie Shosho can be reached on (571)272-1123. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/ANDREW KRAUSE/ 
Examiner, Art Unit 1794 



/Callie E. Shosho/ 

Supervisory Patent Examiner, Art Unit 1794 



